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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of species 1 in the reply filed on 04/25/08 is 
acknowledged. The traversal is on the ground(s) that the species are not independent 
and distinct. This is not found persuasive because the species are deemed by the 
examiner as being independent and distinct. Each of the species contains separate and 
different species in which a different search and/or classes would have to be searched 
in order to properly reject all of the originally presented claims. 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 25-30, 32, 34-51 , 53-56 and 59-71 are withdrawn from further 
consideration pursuant to 37 CFR 1 .142(b), as being drawn to a nonelected species, 
there being no allowable generic or linking claim. Applicant timely traversed the 
restriction (election) requirement in the reply filed on 04/25/08. 

Claim Objections 

3. Claims 31 , 33, 52, 57, and 58 are objected to because of the following 
informalities: The claims are indicated as elected in the response but are labeled as 
withdrawn on the newly submitted claims on 04/25/08. Appropriate correction is 
required. 
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4. Claim 32 is objected to because of the following informalities: Claim 32 was 
indicated as withdrawn from both applicant's response and newly submitted claims. 
The examiner is going to treat claim 32 as elected because it fails into the elected 
species. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-71 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Euchner (US 7,111,230). 

Regarding Claim 1 , Euchner teaches a method of associating in computer 
memory (Column 5, lines 4-16) 

(i) a digital electronic version of printed human-discernible content of a printed 
document comprising a sheet having a machine-readable pattern adapted to enable the 
position of a digital pattern reading device to be determined (Column 3, lines 47-59) and 
said human-discernible content with 
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(ii) the identity of a sheet upon which the content is printed (Column 4, lines 39- 
45), the method comprising: 

printing the content onto a sheet using a printer, said sheet comprising a pre- 
patterned sheet that has been pre-printed with said pattern (Column 5, lines 14-16); 

transferring a machine-readable identity code between said printer and said 
sheet at around the time of printing said content (Column 4, lines 41-45); and 

storing a correlation between said identity code and said digital electronic version 
in computer memory (Column 5, lines 4-16). 

Regarding Claim 2, Euchner further teaches wherein said identity code is read 
from said sheet by said printer (Column 9, lines 19-25). 

Regarding Claim 3, Euchner further teaches wherein said identity code is printed 
on said sheet by said printer (Column 4, lines 42-45). 

Regarding Claim 4, Euchner further teaches wherein a plurality of sheets have 
the same pre-printed pattern and are given individual identities by using said printer to 
apply different machine-readable identity codes to each of them at around the time of 
printing each sheet (Column 8, lines 4-10). 

Regarding Claim 5, Euchner further teaches wherein said machine-readable 
identity code comprises at least one code from the group: 
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(i) a pattern of dots; 

(ii) a pattern of lines; 

(iii) a pattern of printed objects whose positions and/or shapes code for an 
identity; 

(iv) a position determining pattern; 

(v) a bar code (Column 2, lines 34-36). 

Regarding Claim 6, Euchner further teaches wherein a content printer which 
prints said content onto said pre-patterned sheet has a pattern reading device, and 
wherein said content printer acquires data from said pre-printed pattern on the said 
sheet that is to be printed with content, in order to enable the identity of pattern on said 
sheet to be established, thereby enabling said association to be made in computer 
memory (Column 4, lines 42-45); said content printer uses data from a digital electronic 
version of content to print said content onto said pre-patterned sheet (Column 4, lines 
40-41); and wherein said association is made in computer memory between said digital 
electronic version of said content and said identity of pattern (Column 4, lines 38-45). 

Regarding Claim 7, Euchner further teaches wherein said pre-printed pattern is 
associated in computer memory with specific digital electronic content and wherein 
upon recognition of said pattern using data acquired by said pattern reading device of 
said content printer (Column 4, lines 42-45), said specific digital electronic content is 
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caused to be printed onto said pre-patterned sheet as human-discernible content 
(Column 4, lines 38-45). 

Regarding Claim 8, Euchner further teaches wherein different users have 
different pattern associated with them and wherein upon recognition of their pattern 
from data from said content printer's pattern reading device said content printer is 
caused to print user-specific content onto said sheet (Column 5, lines 47-55). 

Regarding Claim 9, Euchner further teaches wherein said human-discernible 
content comprises document-type content and user-specific content, wherein one from 
the group: 

(i) document-specific content; and 

(ii) user-specific content 

is selected by a user, and the other from said group is obtained from a predetermined 
correlation between said identity code that has been read by said printer and a digital 
electronic version said content (Column 4, lines 52-62). 

Regarding Claim 10, Euchner teaches a method of associating in computer 
memory a digital electronic version of printed human discernible content of a printed 
document with a position in a pen or other digital device readable pattern printed on 
said document (Column 5, lines 26-40), the method comprising: 
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introducing into a content printer a page of pre-patterned digital paper that has 
been pre-printed with a position-determining pattern, said pattern being adapted to 
enable a digital pen to acquire information from said pattern to enable the position of 
said pen on said pattern to be determined (Column 5, lines 12-16); 

printing said content on said digital paper using said content printer (Column 5, 
lines 12-16); 

using said content printer to perform an act at substantially the time of printing 
said content onto said pre-patterned paper, in addition to printing content, that is 
instrumental in associating in computer memory, a digital electronic version of said 
content with an identity of the particular sheet of digital paper upon which said content is 
printed (Column 4, lines 42-45)., 

said association not being essentially dependent upon a knowledge of the order 
of pages of digital pages in the printer, prior to a printing operation (Column 7, lines 58- 
61). 

Regarding Claim 1 1 , Euchner further teaches wherein said act comprises 
transferring an identity code identifying said printed document between said printer and 
said printed document: either from the printer to the document, or from the document to 
the printer (Column 4, lines 42-45). 

Regarding Claim 12, Euchner teaches a method of associating in computer 
memory a digital electronic version of printed human discernible content of a printed 
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document with an identity code adapted to identify said document (Column 5, lines 26- 
40), the method comprising: 

using a plurality of pages of pre-patterned digital paper that have been pre- 
printed with a position-determining pattern, said pattern being adapted to enable a 
digital pen to acquire information from said pattern to enable the position of said pen on 
said pattern to be determined (Column 7, lines 56-61); 

printing said content on said digital paper using a content printer (Column 7, lines 
56-61); 

using said content printer to be instrumental in conveying an identity code to or 
from the paper (Column 4, lines 46-51); 

and associating in computer memory, using said code transferred, at the time of 
printing said content onto said pre-patterned paper, a digital electronic version of said 
content with the identity code for the particular sheet of digital paper upon which said 
content is printed (Column 4, lines 38-45). 

Regarding Claim 13, Euchner further teaches wherein an identity code adapted 
to distinguish a specific sheet of pre-pattern digital paper is printed onto said specific 
sheet as part of an operation of printing said content onto said specific sheet, said 
identity code being readable by a digital pen and being capable of being used to 
distinguish data acquired by a digital pen from said specific sheet from data acquired by 
said pen from other sheets of pre- patterned paper having the same position- 
determining pattern on them as does said specific sheet (Column 8, lines 4-10). 
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Regarding Claim 14, Euchner further teaches wherein an identity code adapted 
to distinguish a specific sheet of pre-pattemed digital pattern is printed on said specific 
sheet in an operation prior to printing said content onto said specific sheet, and wherein 
a content printer which prints said content onto said pre-pattemed paper has an identity 
code reading device, said content printer being capable of acquiring data from said 
identity code, said identity code being capable of being used to distinguish data 
acquired by a digital pen from said specific sheet from data acquired by said pen from 
other sheets of pre-patterned paper having the same position-determining pattern on 
them as does said specific sheet, to enable said association to be made between said 
digital electronic version of said content and said identity code (Column 8, lines 4-10). 

Regarding Claim 15, Euchner further teaches wherein a plurality of different 
identity codes are printed on a respective plurality of pre-patterned sheets each having 
the same pre-printed position-determining pattern, said identity codes enabling a digital 
pen to acquire sheet identity data to enable data acquired from each sheet to be 
distinguished from data acquired from other sheets (Column 8, lines 4-10). 

Regarding Claim 16, Euchner further teaches wherein said identity code is 
associated in computer memory with specific digital electronic content and wherein 
upon recognition of said identity code using data acquired by said identity code reading 
device of said content printer (Column 4, lines 42-45), said specific digital electronic 
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content is caused to be printed onto said pre-patterned sheet as human discernible 
content (Column 4, lines 38-45). 

Regarding Claim 17, Euchner further teaches wherein different users have 
different identity codes associated with them and wherein upon recognition of their 
identity code from data from said content printer's identity code reading device said 
content printer is caused to print user-specific content onto said sheet (Column 5, lines 
46-55). 

Regarding Claim 18, Euchner further teaches wherein said identity code is 
printed in an area of said pre-patterned paper which is from the group: 

(i) free of pattern; 

(ii) substantially free of pattern (Column 4, lines 12-20). 

Regarding Claim 19, Euchner further teaches wherein an area of said sheets 
from the group: 

(i) all of a surface of each of the sheets; 

(ii) substantially all of a surface of each of the sheets; 

(iii) at least half of the surface area of each of the sheets; 

(iv) at least a tenth of the surface area of each of the sheets; 
are pre-printed with pattern (Column 3, lines 60-65). 
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Regarding Claim 20, Euchner further teaches wherein said pre-printed pattern is 
printed using a first printer and wherein said content and said identity code are printed 
by a second, different, printer (Column 5, lines 14-16). 

Regarding Claim 22, Euchner further teaches wherein said pre-printed pattern is 
printed using a first printer and wherein said content is printed using a second, different, 
printer (Column 5, lines 14-16). 

Regarding Claim 31 , Euchner teaches a digital printer having a stack of pre- 
patterned digital paper in a paper supply, said stack of paper comprising a plurality of 
sheets of digital paper having a digital position-determining pattern pre-printed on them 
adapted to enable a digital pen to acquire information from the pattern to enable the 
position of the pen relative to the pattern to be determined (Column 3, lines 47-65 and 
Column 4, lines 38-46), and wherein the printer is adapted to be linked to a computer for 
receiving printing commands from the computer and wherein the sheets of pre- printed 
paper are stacked in an order that is not known to the computer (Column 5, lines 18- 
25). 

Regarding Claim 32, Euchner teaches wherein the stack of paper is from the 

group: 

(i) sheets of paper each having the same pattern on them; 

(ii) sheets of paper each having different pattern on them; 
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(iii) sheets of paper each having the same pattern on them and each having a 
different pre-printed unique identifier; 

(iv) sheets of paper each having different pattern on them and each having a 
different pre-printed unique identifier (Column 5, lines 41-55). 

Regarding Claim 33, Euchner teaches a digital printer having a stack of pre- 
patterned digital paper in a paper supply, said stack of paper comprising a plurality of 
sheets of digital paper having a digital position-determining pattern pre-printed on them 
adapted to enable a digital pen to acquire information from the pattern to enable the 
position of the pen relative to the pattern to be determined, and wherein the sheets of 
pre-patterned paper are stacked with undetermined pattern upon them, and wherein the 
sheets of pre-patterned paper have the same pattern on them (Column 5, lines 12-16). 

Regarding Claim 52, Euchner teaches a method of combining pen strokes made 
with a digital pen upon a digital sheet having pen position-determining pattern printed 
upon it and human-discernible content printed upon it (Column 2, lines 15-23) 
comprising: 

printing said sheet with said pattern in a pre-patterning operation to create a pre- 
patterned sheet (Column 5, lines 14-16); 

subsequently printing said content onto said pre-patterned sheet using a content 
printer to create a content-printed digital sheet (Column 4, lines 38-45); 
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transferring an identity code between said content printer and said sheet to 
enable the identity of said sheet to be established in a subsequent pen-on-sheet writing 
operation, the transfer of said identity code occurring in the same time frame as printing 
said content onto said sheet (Column 4, lines 41-45); 

associating in computer memory a link between said identity code and an 
electronic version of said content that was printed on said sheet (Column 5, lines 4-16); 

using a digital pen to make pen strokes on said content-printed sheet (Column 4, 
lines 30-37); 

conveying pen-acquired pen-position data, relating to the position of said pen in 
said pattern to a processor (Column 5, lines 35-40, wherein the server has a processor 
to process the information); 

using the digital pen to acquire said identity code from said content- printed sheet 
(Column 8, lines 4-10); 

the processor using the pen-acquired identity code, the pen acquired pen- 
position data, and the link between said identity code and said electronic version of said 
content to combine said pen strokes with said content (Column 5, lines 35-40, wherein 
the server has a processor to process the information). 

Regarding Claim 57, Euchner further teaches use of a printer to print human 
discernible content onto a pre- patterned sheet of paper (Column 4, lines 38-45), pre- 
patterned with a position-determining pattern adapted to enable a digital pen to acquire 
data relating to the position of the pen in the pattern (Column 4, lines 28-37), and also to 
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perform a linking act which is instrumental in linking the identity of the sheet upon which 
specific content is printed and the address in computer memory at which electronic 
content, equivalent to said printed content, is stored (Column 5, lines 35-40). 

Regarding Claim 58, Euchner further teaches wherein said linking act comprises 
at least one of: 

(i) said printer printing an identity code upon said sheet, said identity code being 
readable by a digital pen; 

(ii) said printer having a pattern data acquirer and acquiring data from said 
pattern pre-printed upon said sheet of paper; 

(iii) said printer having an identity code data acquirer and acquiring data from an 
identity code upon said sheet, said identity code also being readable by a digital pen 
(Column 8, lines 4-10). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Euchner 
(US 7,111 ,230) in view of Coffy (US 6,91 5,281 ). 
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Regarding Claim 21, Euchner does not teach wherein said second printer is 

(i) not capable of printing said pattern satisfactorily; or 

(ii) configured not to be capable of printing said pattern satisfactorily. 
Coffy does teach wherein said second printer is 

(i) not capable of printing said pattern satisfactorily; or 

(ii) configured not to be capable of printing said pattern satisfactorily (Column 5, 
lines 5-10). 

Euchner and Coffy are combinable because they both teach editing a hardcopy 
of a document though the means of an electronic pen. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the teachings of Euchner with the teachings of 
Coffy for the purpose of having the best printer available to print the pattern on the 
paper, To create the best image of the pattern on the paper (Coffy: Column 6, lines 5- 
10) 

9. Claims 23 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over obviousness by Euchner (US 7,1 1 1 ,230). 

Regarding Claim 23, Euchner does not teach wherein said first printer has 
substantially better print resolution than does said second printer. 
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Official notice is taken that if the printed pattern can be printed by another printer, 
or pre-printed, then the printer that is doing the printing of the pattern would have better 
resolution then the second printer. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to use a printer to print the pattern out on a printer that has 
better resolution because the printer that has better resolution would be more preferable 
to print out the pattern. 

Regarding Claim 24, Euchner further teaches wherein pre-printed digital paper is 
taken from said first printer and put into a plurality of second printers (Column 5, lines 
14-25) . 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicholas C. Pachol whose telephone number is 571- 
270-3433. The examiner can normally be reached on M-Thr, 8:00 a.m.- 4:00 p.m. 
(EST), Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler L. Haskins can be reached on 571-272-7406. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

N.P. 

07/03/08 



/Twyler L. Haskins/ 

Supervisory Patent Examiner, Art Unit 2625 



